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Presenter
Edmund J. Walsh
Shareholder, Electrical & Computer Technologies Group
B.S., Electrical Engineering, Boston University
M.S., Electrical Engineering, Stanford University
J.D., Suffolk University Law School

Works with electrical and computer-related clients in IP 
strategy development and execution
Over 14 years as in-house counsel, including Chief 
Intellectual Property Counsel for Teradyne
Division IP Counsel for Textron Specialty Materials 
and a patent attorney for Raytheon
Electrical engineer, developing operating system 
software and analyzing communications systems
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Intellectual Property Overview
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Overview
Intellectual Property (IP) rights

“Intellectual” = inventions and other thoughts, ideas or 
intangible creations
“Property” = legal right to control

i.e. exclude others from using
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Overview (cont)

Why this matters:
IP rights allow control over what differentiates one 
technology-focused company from another

Hardware designs
Software
Marketing image
Ability to get things done 
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Intellectual Property Tools
Most common IP tools

Patents, copyrights, trademarks, and trade secrets
Each tool gives the right to exclude

Patent: exclude use of an invention
Copyright: exclude use of a creative work
Trademark: exclude use of  a “mark” in way likely to confuse 
customers 
Trade secrets: exclude use of secret ideas or other business 
information wrongfully obtained
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Common Misconception
Right to exclude does not mean that you have the right 
to use
Most IP strategies have an offensive and a defensive 
component
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Offensive: 
Leverage Innovation

Block competition in product sales
Support joint ventures or other 
cooperative arrangements
License or sell IP
Increase corporate value for 
buyout or spinouts
Marketing advantage

Ways to Use IP
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Ways to Use IP (cont)

Defensive: 
Freedom to Innovate

Cross license
Formal
Informal

Blocking others from patenting
Promote awareness of IP risks
Increase corporate value for 
buyout, spinouts or investments
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Startup Life Cycle

Conception

Development

Launch

Funding

Liquidity
Event
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Conception
Fewest resources to devote to IP tools, but time when 
much IP is being generated
Most investment is ahead of you

Important time to know if you have the right to use ideas
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IP on a Limited Budget
Be selective

Offensive focus
What is new and key to your business
Most likely competitors
Countries where significant business is expected

Defensive focus
Third-party IP that you cannot avoid
Companies most likely to be displaced by your business

Use lower cost IP tools
Trade secrets
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Be Selective

Electrified Table Cloth

(not every innovation is 
worth protecting)
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Provisional Patents
Different than an ordinary patent

Not examined
Claims not required
No special format required
Expires in 1 year

Benefits
Establishes a filing date
Can be lower cost

Drawbacks
Only establishes a filing date for what is fairly described
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Do It Yourself? 
Permissible
Benefits

Lower cost
Drawbacks

Opportunity cost
Quality

Half and Half
Effective working relationship with professional advisors may 
allow you to provide inputs that reduce, but not eliminate the 
need for professional services
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IP is an Art and a Science
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Development
May hire employees or consultants

Employment agreements to take ownership of IP and ensure 
confidentiality
Consulting agreements – may be even more important than 
employee agreements

May generate more IP
May need to disclose ideas

File patent applications, at least provisionals
Before disclosure is better
U.S. has one year grace period, so after is possible

Use NDAs, if appropriate
What about investors?
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Launch
Definite disclosure of ideas

Should have offensive IP strategy in place
Trade secrets may lose effectiveness

May be first opportunity for competitors to evaluate your 
product for infringement

Should have ideas about defensive strategy
Key point for “willfulness”
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Funding
Investors care about:

Likelihood that you have a sustainable advantage
Intellectual Property is a good indicator

Risk that their money will be wasted fighting over infringement 
of IP 

Degree of certainty required depends on amount and 
characteristic of investment

Smaller dollars and higher overall risk, less rigid
Often will accept plan and process being followed, without 
requiring protection
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Funding (cont)

Amount done before funding versus done after can affect:
Length and cost of diligence period
Percentage of ownership you give away
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Liquidity Event
Competitors will take notice

Defensive IP strategy should be in place
Greater opportunity to fund IP: Backfill

Convert provisionals to ordinary applications
File patents on inventions disclosed within the grace period
Patent new insights: picket fence approach
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